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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under tine provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 09/23/2010 . 
2a)\Z\ This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) n Claim(s) 27.29-32.34-38.40-51.54.56-59.61-65 and 67-78 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6M Claim(s) 27.29-32.34-38.40-50.54.56-59.61-65 and 67-77 is/are reiected. 

7) ^ Claim(s) 51 and 78 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 
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3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 27, 29-32, 34-38, 40-51, 54, 56-59, 61-65, 
and 67-78 have been considered. Response and citations in view of the added limitation are 
presented below. It is noted that the added limitation of "voice address" is interpreted as any 
address that can receive voice. 

Qaim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 27 and 54 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distincfly claim the subject matter which applicant regards as 
the invention. 

Claims 27 and 54 lines 19-20 recites "based on the detected recipient" which is unclear 
and confusing if this recipient is different or the same as "a recipient" in line 1 1 or "a recipient" 
in line 18 and makes the claim indefinite. Furthermore the preamble of "providing service output 
information to a subscriber" in the claims contradicts the limitations of 'customizing and 
delivering service output information based on the detected recipient' from lines 1 1-20. The 
term 'recipient' as normally defined takes on a human presence and therefore providing service 
output information to 'a subscriber' and 'a recipient' insinuates there are two people that receives 
this information. 

Appropriate clarification and/correction is required. 
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In response to this action, tlie examiner requests the applicant to clarify the claimed limitations 
by citing the paragraphs that support these limitations in the specification. 

Qaim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 27, 29-32, 34-38, 40-50, 54, 56-59, 61-65, and 67-77 rejected under 35 U.S.C. 
103(a) as being unpatentable over Surace et al., Patent #6,144,938 in view of Cox et al, 
Patent #5,873,032. 

Regarding claims 27 and 54, Surace teaches a system and method for providing service 

output information to a subscriber of a service, comprising: 

service subscription means for receiving from at least one subscriber, during a subscription 
registration process, information specifying preferences for the content and presentation of 
service output information from at least one service that can output personalized 
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information(col.l6 lines 23-29 and 40-53; specifying preferences is part of registration process), 
a voice address to which service output information is to be delivered via a telephone call(col.l6 
lines 18-29; voice address is delivering to address voice info), and criteria for customizing the 
service output information based on a recipient of the telephone call(col.l6 lines 22-53); 
service processing means for processing the least one service to generate service output 
information that is personalized for the at least one subscriber based on the criteria specified 
during the subscription registration process (col. 16 lines 40-53). 

Surace does not expressly disclose initiating an outbound telephone caU but does disclose 
allowing to call a contact(col.l6 lines 15-18); processing the least one service to generate 
personahzed subscriber service output information when a delivery condition has been met and 
delivering service output information based on the detected recipient of the outbound telephone 
call. 

In a related field of endeavor, Cox discloses means for initiating an outbound telephone 
call(col.l6 lines 30-32); processing the least one service to generate personalized subscriber 
service output information when a delivery condition has been met (col.l 1 hnes 24-56 and col. 16 
lines 26-44) and delivery means for delivering service output information based on the detected 
recipient of the outbound telephone call (col. 16 lines 26-64). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to modify Surace to include the outbound calling capabilities when a condition has 
been met as taught by Cox. One of ordinary skill in the art would have been motivated to do so 
as Surace already enables outbound calling(col.l6 line 18) and discloses beneficial telephony 
capabilities(col.24 lines 37-45). This would allow Surace's system more flexibility and 
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functionality to include the old and well known capabilities of outbound calling as taught by 
Cox. 

Regarding claims 29 and 56, Surace in view of Cox teaches the system and method of 
claims 28 and 55, wherein the delivery condition comprises at least one of a predetermined 
schedule, or a triggering event(Cox col. 1 1 lines 24-56). 

Regarding claims 30 and 57, Surace in view of Cox teaches the system and method of 
claims 28 and 55, wherein the delivery condition is specified by at least one of a subscriber, or an 
administrator(Cox col. 11 lines 24-56). 

Regarding claims 31 and 58, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the service output information comprises information derived from an 
on-line analytical processing (OLAP) system(Cox col. 11 lines 24-56). 

Regarding claims 32 and 59, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the service output information comprises at least one of static text 
messages, dynamic content, blended content, sound clips, music, or advertisements(Cox col. 12 
lines 10-60). 

Regarding claims 34 and 61, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the at least one device comprises a voice-enabled terminal device, and 
the detected recipient comprises a person(Cox col. 16 lines 26-64). 

Regarding claims 35 and 62, Surace in view of Cox teaches the system and method of 
claims 34 and 61, wherein the person is queried for vahdation information (Cox col. 16 lines 26- 
64 and col. 17 lines 12-54). 

Regarding claims 36 and 63, Surace in view of Cox teaches the system and method of 
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claims 35 and 62, wherein the validation information is provided by at least one of voice input, 
or keypad input(Cox col. 16 lines 26-64 and col. 17 lines 12-54). 

Regarding claims 37 and 64, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the detected recipient of the outbound telephone call comprises a 
machine(Cox col. 16 lines 26-64). 

Regarding claims 38 and 65, Surace in view of Cox teaches the system and method of 
claims 37 and 64, wherein the machine comprises at least one of an answering machine, 
facsimile machine, or modem(Cox col. 16 lines 26-64). 

Regarding claims 40 and 67, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the criteria specified during the subscription process enables the 
content of the service output information to be differentiated according to whether the detected 
recipient of the outbound telephone call comprises a person or a machine(Cox col. 16 lines 26-64 
and col. 17 lines 12-54). 

Regarding claims 41 and 68, Surace in view of Cox teaches the system and method of 
claims 40 and 67, wherein the content of the service output information to be provided when the 
detected recipient comprises a machine is reduced from the content of the service output 
information to be provided when the detected recipient comprises a person (Cox col. 16 lines 26- 
64 and col. 17 lines 12-54). 

Regarding claims 42 and 69, Surace in view of Cox teaches the system and method of 
claims 40 and 67, wherein the content of the service output information to be provided when the 
detected recipient comprises a machine is a message indicating that service output information 
intended for the at least one subscriber is available(Cox col. 16 lines 26-64 and col. 17 lines 12- 
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54). 

Regarding claims 43 and 70, Surace in view of Cox teaches the system and method of 
claims 27 and 54, wherein the communication means comprises a call server for establishing 
communication with the at least one device by initiating a telephone call(Cox col. 16 lines 26-64 
and col. 17 lines 12-54). 

Regarding claims 44 and 71, Surace in view of Cox teaches the system and method of 
claims 43 and 70, wherein the detection means comprises a detection module, the detection 
module sensing a state of a call pickup sequence of the telephone call (Cox col. 16 lines 26-64 and 
col. 17 lines 12-54). 

Regarding claims 45 and 72, Surace in view of Cox teaches the system and method of 
claims 44 and 71, wherein the state of a call pickup sequence comprises a plurality of possible 
states, and each of the possible states of the call pickup sequence is associated with a detected 
recipient and the delivery instructions for the detected recipient(Cox col. 16 lines 26-64 and 
col. 17 lines 12-54). 

Regarding claims 46 and 73, Surace in view of Cox teaches the system and method of 
claims 45 and 72, wherein the detection module further comprises a tone detection module, and 
each tone detected by the tone detection module is associated with at least one of the plurahty of 
possible states(Cox col. 16 lines 26-64 and col. 17 lines 12-54). 

Regarding claims 47 and 74, Surace in view of Cox teaches the system and method of 
claims 46 and 73, wherein the tone detection module senses at least one of an answering machine 
tone, a facsimile machine tone, or a modem tone(Cox col. 16 lines 26-64 and col. 17 lines 12-54). 

Regarding claims 48 and 75, Surace in view of Cox teaches the system and method of 
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claims 47 and 74, wherein the state of the call pickup sequence comprises at least one of receipt 
by a person, receipt by an answering machine, receipt by a facsimile machine, or receipt by a 
modem(Cox col. 16 lines 26-64 and col. 17 lines 12-54). 

Regarding claims 49 and 76, Surace in view of Cox teaches the system and method of 
claims 45 and 72 further comprising an interface to an authorization database, the authorization 
database storing entries associating each of the pluraUty of possible states with the corresponding 
detected recipient and the delivery instructions for the detected recipient(Cox col. 16 lines 26-64 
and col. 17 lines 12-54). 

Regarding claims 50 and 77, Surace in view of Cox teaches the system and method of 
claims 45 and 72 further comprising wherein the association between the plurality of states and 
corresponding detected recipients can be altered by an administrator or a subscriber(Surace 
col. 16 lines 23-53 and Cox col. 16 lines 26-44). 

Allowable Subject Matter 
6. Claims 51 and 78 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSEPH T. PHAN whose telephone number is (571)272-7544. 
The examiner can normally be reached on Monday-Thursday 9am-7pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from liie Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you vi^ould 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Joseph T Phan/ 

Primary Examiner, Art Unit 2614 



